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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Specification discloses presence of stabilizers in claimed invention. It was well 
known in the art that disclosed stabilizers provide emulsifying properties as well as 
stabilizing properties. Specification does not provide examples or guidance regarding a 
product without an emulsifier. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, 6 and 10-18 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 
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Regarding claim 4, the phrase "preferred sources" renders the claim indefinite 
because it is unclear whether cream or milk are required or optional. 

In regard to claims 6 and 14, the recitation of a selection from a group of 
elements in a claim should comply with accepted U.S. Patent practice with regard to the 
recitation of Markush grouping of claim elements. Phrases using "comprising" are open 
sets, and should recite elements in the alternative (i.e. "comprising A, B, C or D"), 
whereas closed sets ("consisting of) should recite elements as "selected from the group 
consisting of A, B, C and D." 

Claim 10 recites absence of emulsifier and presence of stabilizer. Claim 16 
recites carrageenan and guar gum as examples of stabilizers. It was well known in the 
art that carrageenan and guar gum provide emulsifying properties as well as stabilizing 
properties. Therefore elimination of emulsifiers conflicts with presence of stabilizers i.e. 
gums which may act as emulsifiers. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Hussein 
(US 6,197,362). 
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In regard to claims 1-9, Hussein discloses pourable dessert liquid product 
comprising from about 2 weight % to about 20 weight % milk solids nonfat (Col. 1 lines 
58-59), from about 4 weight % to about 35 weight % sweetener (Col.2 lines 4-5), from 
about 1 weight % to about 15 weight % of fat (Col.1 line 64-65), from about 0.01 weight 
% to about 2.0 weight % of stabilizer (Col.2 line 1 1-16), from about 0.1 weight % to 
about 2 weight % of flavoring agent (Col.2 lines 17-23). 

In regard to claim 2, Hussein discloses that milk solids nonfat include dried skim 
milk, whey protein and milk protein concentrate (Col.1 line 58-59). 

In regard to claims 3 and 4, Hussein discloses dairy fats, dairy cremes, and the 
like (Col.2 lines 1-2). 

In regard to claim 5, Hussein discloses sweeteners such as sucrose and corn 
syrup (Col.2 lines 7-10). 

In regard to claim 6, Hussein discloses high fructose corn syrup, sucrose, 
dextrose, and corn syrup (Col. 2 lines 7-10). 

In regard to claim 7, Hussein discloses stabilizers such as carrageenan, guar 
gum, locust bean gum, xanthan gum, cellulose, modified cellulose, hydrocolloids and 
the like (Col. 2 lines 11-16). 

In regard to claim 8, Hussein teaches that the pourable dessert product may be 
incorporated into food products were condensed and/or evaporated milk is called for 
such as custards, creme brulee and the like (Col. 2 lines 35-37). It is also noted that 
Hussein teaches use of dairy cremes (Col.2 lines 1-2) as a fat component for pourable 
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dessert. Therefore the resulting product comprises combination of dairy creme, 
evaporated milk, and condensed milk, which makes it "tres leches" dairy mix. 

In regard to claim 9, Hussein discloses soaking a suitable cake with an 
appropriate amount by weight of the pourable dessert liquid mix (Col. 2 lines 49-50). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 10-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Hussein (US 6, 1 97,362) in view of Dairy Foods. 

Hussein is taken as cited above. 

It is noted that claim 10 recites absence of emulsifier and presence of stabilizer. 
In the same time, claim 16 recites carrageenan and guar gum as examples of 
stabilizers. It was well known in the art that carrageenan and guar gum provide 
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emulsifying properties as well as stabilizing properties. Therefore elimination of 
emulsifiers conflicts with presence of stabilizers i.e. gums which may act as emulsifiers. 
Hussein does not disclose absence of emulsifier. 

Dairy Foods discloses that consumers distrust and avoid "chemical sounding" 
names of food ingredients (p. 1 § 4). Dairy Foods discloses that polysorbate 80 possibly 
causes cancer (p. 1 § 2). Dairy Foods also disclose that a stabilizer/emulsifier blends 
have been developed that can eliminate polysorbate 80 from dairy food formulations, 
while maintaining or even improving finished product quality (p. 1 § 4). Dairy Foods 
also disclose that the new stabilizer/emulsifier blends replaced emulsifying system in a 
range of frozen dairy desserts, including traffic brand and premium ice cream, ice milk, 
frozen yogurt and sugar-free products (p. 1 § 5). Dairy Foods also disclose that 
ingredients such as "locust bean gum, cellulose gum, guar gum and carrageenan" are 
used in the new emulsifying blends. Since Hussein discloses use of ingredients such as 
carrageenan, guar gum, locust bean gum, etc. (Col. 2 lines 11-16), and Dairy Foods 
teaches use of locust bean gum, cellulose gum, guar gum and carrageenan in 
emulsifying blends, it would have been obvious to one skilled in the art to employ locust 
bean gum, cellulose gum, guar gum and carrageenan as an emulsifying blend in order 
to remove "chemically sounded" ingredients and still maintain or even improve finished 
products quality as taught by Dairy Foods. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vera Stulii whose telephone number is (571 ) 272-3221 . 
The examiner can normally be reached on 7:00 am-3:30 pm, Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1000. 
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